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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/12/2009 has been entered. 



Response to Arguments 

Applicant's Arguments 

Applicant respectfully submits that the applied reference, namely Deshpande, is 
not seen to disclose or to suggest the features of independent Claim 1 . In particular, 
Deshpande is not seen to disclose or to suggest at least the features of determining the 
set of resolutions present in a coded image, obtaining coded data of sub-images 
associated with each of determined resolution, including a step of extracting from the 
coded image all the data necessary to decode all resolutions, decoding the obtained 
coded data, before displaying any sub-image, so as to obtain a sub-image associated 
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with each previously determined resolution and displaying all the sub-images 
(Applicant's remarks, last paragraph of page 8 and first couple sentences of page 9). 

Examiner's Reply 

The above recited claim limitations which include new limitations are addressed 
in the modified and updated Office Action below. Deshpande still discloses the newly 
added limitation of obtaining all the resolutions available and displaying them all at the 
same time in that the user can request that each and every resolution information data 
be transmitted to the client application from the server and then after requesting each 
resolution, displaying them, but only after first decoding the data. In addition, the last 
Office Action also reads on these newly added limitations since as discussed in column 
7, lines 24-33, in the JPEG2000 standard, an image may be spatially divided into tiles 
and tile-components, where each tile is independently coded. A tile-component is then 
divided into resolutions and sub-bands. A resolution can be partitioned into precincts 
using rectangular grids. A sub-band is divided into code-blocks where each code-block 
is an independent coding unit. A precinct may consist of a rectangular region of code- 
blocks in each subband of the same resolution. 

Applicant's Arguments 



As specified by Deshpande (column 12, lines 35 to 37), the client application "requests 
the data needed at the desired resolution and displays the higher-resolution image 116 
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to the user in graphics window 110." However, Deshpande is not seen to disclose or 
suggest that all the possible resolutions available to a user for displaying a digital image 
included in the multimedia content previously created by another user are displayed to 
the user by determining the set of resolutions present in a coded image, obtaining 
coded data of sub-images associated with each of determined resolution, including a 
step of extracting from the coded image all the data necessary to decode all resolutions, 
decoding the obtained coded data, before displaying any sub-image, so as to obtain a 
sub-image associated with each previously determined resolution and displaying all 
the sub-images, as featured in Claim 1 (Applicant's Remarks, last paragraph on page 9) 

Examiner's Reply 

As quoted by the Applicant above from the Deshpande reference, the client 
application utilizing the method of Desphpande's reference can request the data needed 
at a particular desired resolution and display that resolution in their graphic window, but 
can also sequentially request the available desired resolutions in the step of obtaining 
and then in the next step display all the requested desired resolutions sub-images. 

Applicant's Arguments 



Therefore, Munro discloses the possibility of displaying simultaneously in the 
same window several resolution levels, but Munro does not disclose the features of 
determining the set of resolutions present in a coded image, obtaining coded data of 
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sub-images associated with each of determined resolution, including a step of extracting 
from the coded image all the data necessary to decode all resolutions, decoding the 
obtained coded data, before displaying any sub-image, so as to obtain a sub-image 
associated with each previously determined resolution and displaying all the sub- 
images as featured in Claim 1 (Applicant's Remarks, fourth paragraph on page 10) 

Examiner's Reply 

Deshpande, not Munro, is relied upon to disclose the features of determining the set of 
resolutions present in a coded image, obtaining coded data of sub-images associated 
with each of determined resolution, including a step of extracting from the coded image 
all the data necessary to decode all resolutions, decoding the obtained coded data, 
before displaying any sub-image, so as to obtain a sub-image associated with each 
previously determined resolution and displaying all the sub-images as featured in Claim 
1 as discussed above. 



Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 
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Claims 1 and 17 are rejected under 35 U.S.C. 101 as not falling within one of the 
four statutory categories of invention. The Federal Circuitl [1], relying upon Supreme 
Court precedent2[2], has indicated that a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to a particular machine or apparatus, or (2) transform a particular article to a 
different state or thing. This is referred to as the "machine or transformation test", 
whereby the recitation of a particular machine or transformation of an article must 
impose meaningful limits on the claim's scope to impart patent-eligibility (See Benson, 
409 U.S. at 71-72), and the involvement of the machine or transformation in the claimed 
process must not merely be insignificant extra-solution activity (See Flook, 437 U.S. at 
590"). While the instant claim(s) recite a series of steps or acts to be performed, the 
claim(s) neither transform an article nor are positively tied to a particular machine that 
accomplishes the claimed method steps, and therefore do not qualify as a statutory 
process. That is, the method includes steps of extracting, retaining, comparing, 
detecting, etc. is of sufficient breadth that it would be reasonably interpreted as a series 
of steps completely performed mentally, verbally, or without a machine. The cited 
claims do not positively recite any structure within the body of the claim which ties the 
claim to a statutory category. Furthermore, the examiner suggests that the structure 
needs to tie in the basic inventive concept of the application to a statutory category. 
Structure that ties insignificant pre or post solution activity to a statutory category is not 
sufficient in overcoming the 101 issue. 

1[1] In reBilsM, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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2 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the invention 
thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 
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3. Claims 1,2, 4-10, 12-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Deshpande et al. (US 7,206,804 B1). 

Regarding claims 1 and 9, Deshpande discloses a method of displaying a digital 
image for creating a multimedia content, the image being coded in multiple resolutions, 
characterized in that the 5 method comprising: 



- a step of determining the set of resolutions present in the coded image ("1 . Get the 
index file", Deshpande, column 5, line 1 ; "The index file may comprise an image URL 
and available resolution data such as the example data below", Deshpande, column 5, 
line 29 ;"Once the index file 10 has been retrieved by the client, the file is read to 
determine the lowest resolution available for the target image 22. A minimum resolution 
above the lowest resolution may be used to ensure that the thumbnail has sufficient 
detail. Optimum data transfer times are achieved by finding the lowest usable 
resolution. However, other resolutions below the maximum resolution may be selected 
as a user preference when the lowest resolution is not desirable. The index file may 
comprise an image URL and available resolution data such as the example data 
below.", Despande, column 5, lines 21-30, "Typical menus, buttons and similar methods 
may be used to interface with the applications. These inputs generally result in requests 
from the client application 12 and/or browser 16 to send portions of the image bitstream 
from the server 2 to the client 14. In this manner, a user may select particular portions 
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and resolutions of an image for transmission 29", column 6, lines 2-9, In summary, the 
set of resolutions present in the coded (JPEG2000 image) data is available in the index 
file and the entire set can be determined in order to optimize the data transfer times) 



- a step of obtaining the coded data of the sub-images associated with each of the 
resolutions determined during said determining step, wherein said obtaining step 
includes a step of extracting from said coded image all the data necessary to decode all 
resolutions: (Deshpande, the coded data is transmitted to the client with different sub- 
portions of the image or sub-images coded for a different resolution as discussed in 
column 6, lines 5-1; Deshpande, In the JPEG2000 standard, an image consists of 
components. An image may be spatially divided into tiles and tile-components, where 
each tile is independently coded. A tile-component is then divided into resolutions and 
sub-bands. A resolution can be partitioned into precincts using rectangular grids. A sub- 
band is divided into code-blocks where each code-block is an independent coding unit. 
A precinct may consist of a rectangular region of code-blocks in each subband of the 
same resolution.", column 7, lines 2 "4-33, the client can very well request each and 
every resolution information data be transmitted from the server so that the full 
set of available resolution coded data is available on the client end). 



a step of decoding the obtained coded data, before displaying any sub-image, so as to 
obtain a sub-image associated with each previously determined resolution ("the data is 



Application/Control Number: 10/823,587 Page 10 

Art Unit: 2624 

decoded and displayed on the client display 26 using the client image application 12 
alone or in conjunction with a typical browser application 26", Deshpande, column 5, 
line 6, then in the step of decoding, the obtained coded data for the full set of 
available resolution coded data that has been requested sequentially as indicated 
above is then decoded before displaying on the client display 26); and 



- a step of displaying all the sub-images ("When the manipulated image information has 
been received by the client, the image data received via thumbnail image input may be 
decoded and displayed 30 for viewing by a user."). 

Regarding claim 2, Deshpande discloses a method according to Claim 1, 
characterized in that the display step consists of displaying, in addition to the image at 
each of said resolutions, information on the volume of the data of each of the sub- 
images. Deshpande discloses information on the volume of the data of each of the sub- 
images by depicting each of the images at different sizes which gives the viewer a 
visual sense of the volume of data of each of the sub-images (see Fig. 9, num. 112, 
num.114 and Fig. 10, num. 112 and 116). 

Regarding claim 4, Deshpande discloses a method according to Claim 1, wherein the 
method is characterized in that the 20 display step consists of displaying 
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simultaneously all the sub-images (Deshpande, column 7, lines 25-30). 

Regarding claim 5, Deshpande discloses a method according to Claim 1 , 2 or 3, 
characterized in that the display step consists of the default display of a sub-image with 
a predetermined resolution ("Thumbnail image 112 is a low-resolution version of the 
actual image that has been selected. The thumbnail image 112 may be downloaded 
much more quickly than the actual image at its highest resolution and allows a user to 
view the thumbnail to ensure that the image is indeed the desired image and to allow a 
user to make image customization requests with reference to the thumbnail 112.", 
Deshpande, column 1 2, line 1 4; "Upon viewing thumbnail 1 1 2, a user may conclude that 
a resolution of 640.times.480 is adequate for her present needs.) and viewing windows 
appear as a watermark corresponding to the other sub-images ("Zoom", Figure 10, 
numeral 108), selecting one of the watermark windows 25 making it possible to display 
the corresponding sub-image ("Consequently, she may access drop-down menu 108 to 
select the desired resolution from a list of available resolutions. Once a selection is 
made, the image 114 may be transmitted to the client application 12 and displayed in 
graphics window 110.", Deshpande, column 12, line 25). 

Regarding claim 6, Deshpande discloses a method according to Claim 1 , 2 or 3, 
characterized in that the display step consists of the default display of a sub-image with 
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a predetermined resolution ("Thumbnail image 112 is a low-resolution version of the 
actual image that has been selected. The thumbnail image 112 may be downloaded 
much more quickly than the actual image at its highest resolution and allows a user to 
view the thumbnail to ensure that the image is indeed the desired image and to allow a 
user to make image customization requests with reference to the thumbnail 112.", 
Deshpande, column 1 2, line 1 4; "Upon viewing thumbnail 1 1 2, a user may conclude that 
a resolution of 640.times.480 is adequate for her present needs.", Deshpande, column 
12, line 23) and accessing the display of the other sub-images by activating action 
buttons ("Typical menus, buttons and similar methods may be used to interface with the 
applications.", Deshpande, column 6, line 2). 

Regarding claim 7, Deshpande discloses a method according to Claim 1 , 2, or 3, 
characterized in that the image is coded to the JPEG2000 format ("employs an HTTP 
protocol for streaming images in the JPEG2000 format", Deshpande, column 3, lines 
24-44). 

Regarding claim 8 and 16, Deshpande discloses means of obtaining data of the sub- 
images differ according to the progression order adopted for the image at the time of its 
coding vis-a-vis information on resolution, components, spatial position and quality layer 
("progress along four axes: layer, component, resolution, and precinct", Deshpande, 
column 8, lines 10-28). 
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Regarding claim 10, Deshpande discloses a device according to Claim 9, 
characterized in that the display means are adapted to display, in addition to the image 
at each of said resolutions, information on the volume of the data of each of the sub- 
images. Deshpande discloses information on the volume of the data of each of the sub- 
images by depicting each of the images at different sizes which gives the viewer a 
visual sense of the volume of data of each of the sub-images (see Fig. 9, num. 112, 
num.114 and Fig. 10, num. 112 and 116). 

Regarding claim 12, Deshpande discloses a device according to Claim 9, wherein the 
device is characterized in that the display means are adapted to display simultaneously 
all the sub-images(Deshpande, column 7, lines 25-30). 

Regarding claim 13, Deshpande discloses a device according to Claim 9, 10 or 11, 
characterized in that the 25 display means are adapted to display, by default, a sub- 
image with a predetermined resolution ("Thumbnail image 1 12 is a low-resolution 
version of the actual image that has been selected. The thumbnail image 112 may be 
downloaded much more quickly than the actual image at its highest resolution and 
allows a user to view the thumbnail to ensure that the image is indeed the desired 
image and to allow a user to make image customization requests with reference to the 
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thumbnail 112.", Deshpande, column 12, line 14; "Upon viewing thumbnail 112, a user 
may conclude that a resolution of 640.times.480 is adequate for her present needs.) 
and watermark windows corresponding to the other sub-images ("Zoom", Figure 10, 
numeral 108), the selection of one of the watermark windows making it possible to 
display the corresponding sub-image ("Consequently, she may access drop-down menu 
108 to select the desired resolution from a list of available resolutions. Once a selection 
is made, the image 114 may be transmitted to the client application 12 and displayed in 
graphics window 110.", Deshpande, column 12, lineX) 

Regarding claim 14, Deshpande discloses a device according to Claim 9, 10 or 1 1 , 
characterized in that the display means are adapted to display by default a sub-image 
with a predetermined resolution ("Thumbnail image 112 is a low-resolution version of 
the actual image that has been selected. The thumbnail image 112 may be downloaded 
much more quickly than the actual image at its highest resolution and allows a user to 
view the thumbnail to ensure that the image is indeed the desired image and to allow a 
user to make image customization requests with reference to the thumbnail 112.", 
Deshpande, column 1 2, line 1 4; "Upon viewing thumbnail 1 1 2, a user may conclude that 
a resolution of 640.times.480 is adequate for her present needs.", Deshpande, column 
12, line 23) and comprise action buttons whose activation displays the other sub-images 
("Typical menus, buttons and similar methods may be used to interface with the 
applications.", Deshpande, column 6, line 2). 
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Regarding claim 15, Deshpande discloses a method according to Claim 9, 10, or 11, 
characterized in that the image is coded to the JPEG2000 format ("employs an HTTP 
protocol for streaming images in the JPEG2000 format, Deshpande, column 3, lines 24- 
44). 

Regarding claim 17, Deshpande discloses a method of creating a multimedia content, 
characterized in that the method comprises steps consisting of: 
selecting a digital image to be inserted in the content ("image file is selected ... 
thumbnail version 112 of that image is transmitted to client image application 12 and 
displayed to a user ... in a browser-like window 100", Deshpande, figure 9, column 12, 
lines 1-67); 

selecting a resolution associated with one of the subimages displayed by means of a 
display method according to claim 1 ("resolution of 640x480 is adequate" based on 
thumbnail 112, Deshpande, figure 9, column 12, lines 1-67) according to claim 1 (see 
rejection of claim 1 above); and 

inserting, in the multimedia content, information on the subimage with the selected 
resolution ("image 114 may be transmitted to the client application 12 and displayed in 
graphics window 110" which in within browser-like window 100, Deshpande, figure 9, 
column 12, lines 1-67). 
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Regarding claims 18 and 21, Deshpande discloses a reference to the digital image in 
coded form and a parameter indicating the resolution selected (Deshpande column 7, 
lines 53-67, column 8, lines 1-27). 

Regarding claims 19 and 22, Deshpande discloses data representing sub-image in the 
coded image, at all resolutions up to the selected resolution (Deshpande, column 12, 
lines 22-67). 

Regarding claim 20, Deshpande discloses a device (client computer, Deshpande, 
figure 1, numeral 14), for creating a multimedia content, characterized in that the device 
comprises: 

means for selecting ("client computer 14 running client image application 12" which can 
be in form of a JPEG2000 enabled client browser, Deshpande, figure 1, numerals 12, 
14) a digital image to be inserted in the content ("image file is selected ... thumbnail 
version 1 12 of that image is transmitted to client image application 12 and displayed to 
a user ... in a browser-like window 100", Deshpande, figure 9, column 12, lines 1-67); 
means for selecting ("client computer 14 running client image application 12" which can 
be in form of a JPEG2000 enabled client browser, Deshpande, figure 1, numerals 12, 
14) a resolution associated with one of the subimages displayed by means of a display 
method ("resolution of 640x480 is adequate" based on thumbnail 112, Deshpande, 
figure 9, column 12, lines 1-67) according to claim 1 (see rejection of claim 1 above); 
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and means for ("client computer 14 running client image application 12" which can be in 
form of a JPEG2000 enabled client browser, Deshpande, figure 1, numerals 12, 14) 
inserting, in the multimedia content, information on the subimage with the selected 
resolution ("image 114 may be transmitted to the client application 12 and displayed in 
graphics window 110" which in within browser-like window 100, Deshpande, figure 9, 
column 12, lines 1-67). 

Regarding claim 23, Deshpande discloses a communication apparatus (figure 1, 
numeral 14, "a client computer 14 running client image application", Deshpande, column 
4, lines 16-22), characterized in that it comprises a display device (figure 1, numeral 14, 
monitor, Deshpande) according to claim 9 (see above rejection of claim 9). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



Application/Control Number: 10/823,587 Page 18 

Art Unit: 2624 

5. Claims 3, 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Deshpande et al. (US 7,206,804 B1) and Munro et al. (US 20020033837 
A1). 

Regarding claim 3, while Deshpande discloses a method according to Claim 2, 
Deshpande does not disclose a method characterized in that the information on the 
data volume of each of the sub-images comprises a magnification factor with respect to 
the data volume associated with the smallest resolution and/or the total volume of the 
binary data associated with each of said resolutions. 

Munro teaches a method characterized in that the information on the data volume of 
each of the sub-images comprises a magnification factor with respect to the data 
volume associated with the smallest resolution and/or the total volume of the binary 
data associated with each of said resolutions ("FIG. 8 illustrates the corresponding size 
of the data file associated with each level of resolution of a displayed image.", Munro, 
paragraph 46). 

Regarding claim 11, while Deshpande discloses a device according to Claim 10, 
Deshpande does not disclose wherein the device is characterized in that the information 
on the volume of the data of each of the sub-images comprise a magnification factor 
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with respect to the data volume associated with the smallest resolution and/or the total 
volume of the binary data associated with each of the said resolutions. 

However, Munro teaches wherein the device is characterized in that the information on 
the volume of the data of each of the sub-images comprise a magnification factor with 
respect to the data volume associated with the smallest resolution and/or the total 
volume of the binary data associated with each of the said resolutions ("FIG. 8 
illustrates the corresponding size of the data file associated with each level of resolution 
of a displayed image.", Munro, paragraph 46). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Deshpande's method of customization of digital image to include Munro's 
feature of associating a total volume of the binary data associated with each of said 
resolutions in order to make it possible to attribute a quantity or a volume of data for a 
given resolution. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELISA M. RICE whose telephone number is (571)270- 
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1582. The examiner can normally be reached on 12:00-8:30p.m. EST Monday thru 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vikkram Bali can be reached on (571)272-7415. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Elisa M Rice/ 
Examiner, Art Unit 2624 



/Vikkram Bali/ 

Supervisory Patent Examiner, Art Unit 2624 



